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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 12 July 
2010 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-3, 5, 7, 9, 10, 18-20, 23-27 have 
been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-3, 5, 7, 9, 10, and 23-26 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

a. Regarding claim 1, the claim recites some limitations that imply a specific order 
of steps, and other limitations that appear to contradict a specific order of steps. 
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b. Claim 1 recites "actively drying... after the color printing and before the coating" 
and "actively drying... after the coating and before the color printing." However, the 
recitation of the steps of coating and printing do not require these steps to be in any 
particular order. 

c. Claim 1 also recites "wherein the order and frequency of the steps of the method 
are configured to be varied arbitrarily." Merely using the term "arbitrarily" infuses this 
claim limitation with such uncertainty to make it unclear in which order of performance 
the method steps are being claimed. Additionally, performing some steps before others 
appears to result in an inoperable method. For example, if one were to apply adhesive, 
then dry the adhesive, and then print, and then try to apply the transfer layer, it appears 
that the ink printed over the adhesive would not allow the transfer layer to properly 
adhere to the substrate. 

d. Regarding claim 23, it is unclear how actively drying could completely dry the 
adhesive layer if the active drying is performed after printing and before application of 
the adhesive, as claimed in claim 1 . 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject matter sought 
to be patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 1-3, 5, 9, 10, 18-20, and 22-27 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Lappe et al., US 5,565,054 A (hereinafter Lappe) in view of 
Vaughn et al., US 6,983,686 B2 (hereinafter Vaughn) and Gross et al., US 5,603,259 A 
(hereinafter Gross), 
a. Regarding claim 1 : 

Lappe teaches a method for the production of print products by combining 
various immediately successive processing methods, the method comprising the steps 
of: coating the print products to be produced with a film (10, Fig. 1) at predetermined 
positions in one method step (col. 1, lines 6-13) comprising: partially coating said print 
products with a thin adhesive layer (col. 2, lines 10-11); providing a transfer film having 
at least three layers, namely, a carrier foil, a parting layer and a transfer layer (col. 2, 
lines 12-14); removing said transfer layer from said carrier foil and transferring it at least 
partially to said print products with a transfer or printing unit, wherein said transfer layer 
adheres to the print products (col. 2, lines 15-18); color printing ("multi-color printing 
device," col. 4, line 42); wherein the print product to be produced successively undergo 
the preceding steps in one continuous sequence without intermediate storage (Fig. 1 
shows these several steps performed in one continuous sequence). 

Lappe does not teach providing an embossing and/or a structure according to an 
embossing and/or a structure processing method in a further method step; actively 
drying with a drying device after printing or after applying the adhesive. 

Vaughn teaches a method and apparatus of embossing and printing a web (col. 
2, lines 1-8). 
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It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Lappe to provide an embossing to embossing and 
printing processing methods in further method steps, either before or after the 
processes of Lappe, and wherein the print products to be produced successively 
undergo the steps of the method without intermediate storage as taught by Vaughn, 
because one having ordinary skill would know that combining these known prior art 
methods would provide the printed product of Lappe with additional desirability an 
functionality through the embossed and printed features. 

Gross teaches a printing and foil transfer method including drying the printed 
material with a heat tunnel after each printing step and after applying adhesive (col. 3, 
lines 37-45). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Lappe to include a heat tunnel after each printing step 
and after the adhesive application step, because Gross teaches that drying after printing 
and adhesive application is well known in the art, and would predictably provide the 
benefits of, for example, preventing excessive ink smearing after printing, 
b. Regarding claim 2, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the print products to be produced are 
first coated with a film and then provided with a structure (Lappe and Vaughn could be 
combined in several ways, but the two most likely are adding Vaughn either before or 
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after the process steps of Lappe; adding Vaughn after Lappe results in coating before 
embossing). 

c. Regarding claim 3, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the print products to be produced are 
first provided with a structure and are then coated with a film (Lappe and Vaughn could 
be combined in several ways, but the two most likely are adding Vaughn either before 
or after the process steps of Lappe; adding Vaughn before Lappe results in coating 
before embossing). 

d. Regarding claim 5, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the print products to be produced can 
be color printed before or after being coated with a film or after being stamped (Lappe 
and Vaughn could be combined in several ways, but the two most likely are adding 
Vaughn either before or after the process steps of Lappe; adding Vaughn before Lappe 
results in coating before embossing). 

e. Regarding claim 9, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the print products to be produced are 
submitted to a pressing operation in another step of the method after the film coating 
(Lappe: pressure roller 16 and counter pressure roller 17, Fig. 1). 
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f. Regarding claim 10, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the transfer film can be controlled with 
respect to the advance thereof with regard to the printing cylinder independently from 
the rotation thereof (in combining Vaughn with Lappe, one would retain the ability to 
individually control the different processing stations). 

g. Regarding claim 18: 

Lappe teaches a method for producing a print product, said method comprising: 
conveying a base layer (2, Fig. 1) successively and continuously through a 
plurality of processing steps in which: a.) a base layer is coated with an adhesive layer 
in a first stage (col. 1 , lines 10-1 1 ); b.) a transfer film is provided having at least a carrier 
foil layer, a parting layer and said transfer layer, wherein the transfer layer is separated 
from the film and adhered to said base layer with a transfer or printing unit in a second 
stage (col. 2, lines 12-14); d). the base layer is printed (printing unit 8, Fig. 1); e.) the 
base layer is dried in a drying unit in a fifth stage located downstream of the stages 
performing steps a.) (base layer has time to dry between steps, Fig. 1); and wherein the 
steps are performed successively without intermediate storage (Fig 1 - no storage of 2 
between stages). 

Lappe does not teach c.) said base layer is stamped and/or embossed in a third 
stage before or after said step b.); and d.) the base layer is printed in a fourth stage; the 
base layer is actively dried in a drying unit including one of a ventilator blowing or 
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infrared radiation in a fifth stage locate downstream of the stages performing steps a.) 
ord.). 

Vaughn teaches a method and apparatus of embossing and printing a web (col. 
2, lines 1-8). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Lappe to provide an embossing to embossing and 
printing processing methods in further method steps, either before or after the 
processes of Lappe, and wherein the print products to be produced successively 
undergo the steps of the method without intermediate storage as taught by Vaughn, 
because one having ordinary skill would know that combining these known prior art 
methods would provide the printed product of Lappe with additional desirability an 
functionality through the embossed and printed features. 

Gross teaches a printing and foil transfer method including drying the printed 
material with a heat tunnel after each printing step and after applying adhesive (col. 3, 
lines 37-45). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Lappe to include a heat tunnel after each printing step 
and after the adhesive application step, because Gross teaches that drying after printing 
and adhesive application is well known in the art, and would predictably provide the 
benefits of, for example, preventing excessive ink smearing after printing, 
h. Regarding claim 19: 
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Lappe teaches a combined in-line printing apparatus comprising: a gluing unit to 
selectively apply an adhesive to a base printing material fed through said printing 
apparatus (col. 2, lines 10-11); a film transfer device to transfer a transfer layer of a 
transfer film to said base material, said transfer film having at least a carrier foil layer, a 
parting layer and said transfer layer (col. 2, lines 12-14); and wherein said base layer 
interacts with said gluing unit, said structure and/or stamping device, and said film 
transfer device in succession without intermediate storage (no storage between stages, 
Fig. 1); a drying unit to dry said adhesive (Lappe: adhesive dries after being applied, 
Fig. 1), and a pressing unit having a plurality of calenders to compress said base layer 
and said transfer layer (Lappe: 16, 17, Fig. 1) 

Lappe does not teach a structure and/or stamping device to form a pattern in 
said base material; actively drying said adhesive. 

Vaughn teaches a method and apparatus of embossing and printing a web (col. 
2, lines 1-8). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Lappe to provide an embossing to embossing and 
printing processing methods in further method steps, either before or after the 
processes of Lappe, and wherein the print products to be produced successively 
undergo the steps of the method without intermediate storage as taught by Vaughn, 
because one having ordinary skill would know that combining these known prior art 
methods would provide the printed product of Lappe with additional desirability an 
functionality through the embossed and printed features. 
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Gross teaches a printing and foil transfer method including drying the printed 
material with a heat tunnel after each printing step and after applying adhesive (col. 3, 
lines 37-45). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Lappe to include a heat tunnel after each printing step 
and after the adhesive application step, because Gross teaches that drying after printing 
and adhesive application is well known in the art, and would predictably provide the 
benefits of, for example, preventing excessive ink smearing after printing, 
i. Regarding claim 20, the combination of Lappe, Vaughn, and Gross teaches the 
device of claim 19 as discussed in the rejection of claim 19 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein said base layer interacts with said film 
transfer device before said stamping device (Lappe and Vaughn could be combined in 
several ways, but the two most likely are adding Vaughn either before or after the 
process steps of Lappe; adding Vaughn after Lappe results in coating before 
embossing). 

j. Regarding claim 22, the combination of Lappe, Vaughn, and Gross teaches the 
device of claim 21 as discussed in the rejection of claim 21 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein said drying unit is downstream of said 
gluing unit (Lappe: glue begins to dry after application, Fig. 1 ). 

k. Regarding claim 23, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein actively drying with the drying device 
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completely dries the adhesive layer (addition of the heat tunnels of Gross, will 
completely dry the adhesive, when the combination of Lappe and Vaughn is arranged 
such that the adhesive is applied before printing, and there are dryers located after each 
adhesive step and printing step). 

I. Regarding claim 24, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the drying step include drying with 
infrared radiation (Gross: heat tunnel, col. 3, lines 37-45). 

m. Regarding claim 25, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the drying device includes a first part 
on a first side of the print products and a second part on a second side of he print 
products (Gross: heat tunnel 20 fully envelops the printed web, Fig. 1). 
n. Regarding claim 26, the combination of Lappe, Vaughn, and Gross teaches the 
method of claim 1 as discussed in the rejection of claim 1 above. The combination of 
Lappe, Vaughn, and Gross also teaches wherein the coating of said print products with 
a thin adhesive layer, the providing an embossing and/or structure, and the color 
printing are all executed at a single location (it appears the combination of Lappe, 
Vaughn, and Gross would result in a method that is performed all at a single location), 
o. Regarding claim 27, the combination of Lappe, Vaughn, and Gross teaches the 
device of claim 21 as discussed in the rejection of claim 21 above. The combination of 
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Lappe, Vaughn, and Gross also teaches wherein said drying unit includes infrared 
radiation (Gross: heat tunnel, col. 3, lines 37-45). 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lappe in 
view of Vaughn and Gross as applied to claim 1 above, and further in view of Miyamoto 
et al., US 6,033,509 A (hereinafter Miyamoto). 

The combination of Lappe, Vaughn, and Gross teaches the method of claim 1 as 
discussed in the rejection of claim 1 above. 

The combination of Lappe, Vaughn, and Gross does not teach wherein a transfer 
film that has been supplied for the film printing method is stretched in the direction of 
width. 

Miyamoto teaches stretching of a transfer film prior to application to reduce 
wrinkles in the transfer film (col. 6, lines 28-29) 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to modify Lappe wherein a transfer film that has been supplied 
for the film printing method is stretched in the direction of width as taught by Miyamoto, 
because this helps reduce wrinkles in the transfer film. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leo T. Hinze whose telephone number is 571 .272.2864. 
The examiner can normally be reached on M-F 8-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Judy Nguyen can be reached on 571 .272.2258. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Leo T. Hinze 
Patent Examiner 
AU 2854 
09 October 2010 

/Judy Nguyen/ 

Supervisory Patent Examiner, Art Unit 2854 



